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QUESTION PRESENTED 

In Microsoft Corp. v. i4i Ltd., 131 S.Ct. 2238 
(2011), this Court held that 35 U.S.C. § 282 requires 
factfinders in patent infringement cases to “deter-
min[e] whether an invalidity defense has been proved 
by clear and convincing evidence.”  131 S.Ct. at 2251.  
Three Justices also wrote separately to “emphasiz[e]” 
that the clear and convincing standard “applies to 
questions of fact” underlying invalidity, “not to ques-
tions of law” like whether an invention is non-obvious 
within the meaning of the Patent Act.  Id. at 2253 
(Breyer, J., concurring, joined by Scalia and Alito, 
JJ.).  Consistent with centuries of Anglo-American 
law and multiple decisions of this Court, and to en-
sure that “inventions will not receive legal protection 
where none is due,” the concurring Justices urged 
district courts to “separat[e] factual and legal aspects 
of an invalidity claim” by “using instruction * * * that 
help the jury make the distinction.”  Ibid.   

Here, over petitioner’s objection, the district 
court refused to cabin the clear and convincing 
standard to the jury’s fact-finding, instead permitting 
that heightened standard to infect legal questions 
concerning invalidity.  The district court then simply 
adopted the jury’s verdict with no analysis of the ul-
timate legal questions.  Without explanation, and de-
spite full merits briefing and a lively oral argument, 
the Federal Circuit affirmed by summary disposition.   

The question presented is whether, following i4i, 
a district court may ignore the fact/law distinction 
and in so doing instruct a jury to apply the height-
ened “clear and convincing” standard not only to dis-
puted factual aspects of an invalidity claim, but also 
to the legal aspects of such a claim—including the ul-
timate question of a patent’s invalidity? 
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RULE 29.6 STATEMENT 

Petitioner Hyundai Motor America, Inc.’s ulti-
mate parent corporation is Hyundai Motor Company, 
a Korean corporation.  No other publicly held compa-
ny owns 10% or more of Hyundai’s stock. 
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INTRODUCTION 

When this Court unanimously decided in Mi-
crosoft Corp. v. i4i Ltd., 131 S.Ct. 2238 (2011), that a 
patent invalidity defense must be proved by clear and 
convincing evidence, three Justices concurred to em-
phasize that the decision was not upending the cen-
turies-old principle that standards of evidentiary 
proof apply to questions of fact and not to questions of 
law.  As the concurrence noted, fact-finders in patent 
cases may use the heightened clear-and-convincing 
evidentiary standard only to resolve disputes over 
questions of fact, not to resolve legal questions such 
as whether a claimed invention is “non-obvious” or 
otherwise invalid.  Id. at 2253.  That admonition was 
based on a concern that, if the heightened standard 
were not properly cabined to factual matters, it would 
create a systemic bias toward dubious patents that 
fail to “promote the Progress of Science and useful 
Arts.” U.S.Const., Art.I, §8, cl.8.    

Ignoring this bedrock fact/law distinction, and 
over the objection of petitioner Hyundai Motor Amer-
ica, Inc. (“Hyundai”) based squarely in i4i, the district 
court here instructed the jury to decide simply 
whether Hyundai had proved “invalidity” by clear 
and convincing evidence.  And the court ultimately 
deferred to the jury’s decision, concluding that Hyun-
dai had “failed to present clear and convincing evi-
dence that a reasonable juror could not have upheld 
the validity of the asserted claims.” App. 16a. In so 
doing, the district court took the “clear and convinc-
ing” standard where it cannot go:  to the ultimate le-
gal questions of invalidity.   

Notwithstanding the district court’s refusal to 
follow the guidance of three Justices on this critically 
important issue, the Federal Circuit summarily af-
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firmed the district court’s judgment and the underly-
ing verdict without explanation.  Thus, on an issue 
vital to patent holders, the nation’s specialized patent 
court refused to engage the district court’s disregard 
of a settled principle of law or the specific, recent 
guidance of several members of this Court—and in so 
doing perpetuated a long-standing circuit split.   

Review is necessary to ensure that courts presid-
ing over patent cases respect the fact/law distinction 
by, for example, applying the heightened standard of 
proof only to questions of fact and not to the ultimate 
legal question of invalidity.  The Court can resolve 
this matter conclusively by granting plenary review; 
but at a minimum, the Court should grant the peti-
tion, vacate the summary affirmance, and remand in 
light of i4i and the fact/law distinction on which it is 
based.   

OPINIONS BELOW 

Notwithstanding briefing and oral argument, the 
court of appeals declined to produce an opinion, in-
stead issuing a one-line, per curiam summary affir-
mance.  App. 1a-2a.  The district court’s judgment, 
entered on the jury’s verdict, is unreported and re-
produced at 3a-5a.  The district court’s decision deny-
ing Hyundai’s motion for judgment as a matter of law 
or for new trial is also unreported and reproduced at 
6a-33a.     

JURISDICTION 

The judgment of the court of appeals was entered 
on February 8, 2013, and a petition for rehearing de-
nied on April 11, 2013.  On July 2, 2013, the Chief 
Justice extended the deadline for filing a petition un-
til August 9, 2013, and on August 1, 2013, further ex-
tended the deadline to September 3, 2013.  The juris-
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diction of this Court is invoked under 28 U.S.C. 
§1254(1). 

STATUTORY PROVISION INVOLVED 

Section 282 of the Patent Act provides in relevant 
part that “[t]he burden of establishing invalidity of a 
patent or any claim thereof shall rest on the party as-
serting such invalidity.”  35 U.S.C. §282. 

STATEMENT OF THE CASE 

A. Patent Invalidity 

Patent owners enjoy a government-sanctioned 
monopoly, including the right for a limited time to ex-
clude others from making, using, offering for sale, or 
selling the patented invention within the United 
States.  See 35 U.S.C. §271(a).  In light of the ex-
traordinary legal and market power a patent confers, 
Congress has established strict requirements govern-
ing whether an invention is patentable.  These re-
quirements are grounded in, and limited by, the con-
stitutional provision authorizing Congress to “se-
cur[e] for limited Times to * * * Inventors the exclu-
sive Right to their respective * * * Discoveries,” but 
only “to promote the Progress of Science and useful 
Arts.”  U.S.Const. Art.I, §8, cl.8.  That clause “is both 
a grant of power and a limitation” that recognizes 
that a patent is socially valuable only if it promotes 
“[i]nnovation, advancement, and things which add to 
the sum of useful knowledge.”  Graham v. John Deere 
Co., 383 U.S. 1,5 (1966).   

1.  Consistent with the Constitution, the Patent 
Act authorizes patent protection only for inventions 
that are “novel” and “nonobvious.”  i4i, 131 S.Ct. at 
2242; see also 35 U.S.C. §§102, 103.  If it “appears” to 
examiners of the Patent and Trademark Office (PTO) 
that a patent applicant has satisfied these and other 
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statutory prerequisites, the PTO issues the patent.  
i4i, 131 S.Ct. at 2242.  But that is not the end of the 
matter.  If the patent holder brings suit for infringe-
ment, the alleged infringer may assert that the pa-
tent is invalid—i.e., “that the patent never should 
have issued in the first place.”  Id.  Among the bases 
for invalidity are that the invention is “obvious” or 
not novel.  Id.   

Whether a patent is valid is a “question … of 
law.”  Id. at 2242-43 (quoting Graham, 383 U.S. at 
17).  And the “subsidiary” statutory questions of nov-
elty and nonobviousness are also questions of law.  
See id. at 2253 (Breyer, J., concurring).   

These legal questions often depend on underlying 
factual determinations.  For obviousness, those in-
clude the “scope and content of the prior art”—the 
publications, devices, patents, or other repositories of 
knowledge that predate a claimed invention, see 35 
U.S.C. §102—as well as the “differences between the 
prior art and the [patent] claims at issue,” and the 
“level of ordinary skill in the pertinent art.”  Graham, 
383 U.S. at 17; KSR Int’l Co. v. Teleflex Inc., 550 U.S. 
398, 406 (2007).   

2.  Because an issued patent is “presumed valid,” 
the burden of establishing invalidity rests “on the 
party asserting”  invalidity, typically an alleged in-
fringer.  35 U.S.C. §282.  In i4i, the invalidity ques-
tion turned on a significant factual issue, namely, 
whether the “invention” was “on sale in” the United 
States more than one year before the patent applica-
tion.  131 S.Ct. at 2243.  The Court held that the al-
leged infringer must prove the alleged prior sales un-
derlying this invalidity contention “by clear and con-
vincing evidence,” id. at 2242.  
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Justice Breyer, joined by Justices Scalia and 
Alito, joined the Court’s opinion but also filed a con-
currence.  They wrote that, given the “important na-
ture of the invalidity question,” they wished to “em-
phasiz[e]” that “in this area of law as in others the 
evidentiary standard of proof applies to questions of 
fact and not to questions of law.”  Id. at 2253.  Thus 
“a factfinder must use the ‘clear and convincing’ 
standard where there are disputes” over factual mat-
ters, such as “when a product was first sold or wheth-
er a prior art reference had been published.”  Ibid.  
But that “strict standard of proof has no application” 
when the “ultimate question of patent validity turns 
on the correct answer to legal questions” like obvi-
ousness or novelty, or on “how the law applies to facts 
as given.”  Ibid.   

To keep the “clear and convincing” standard 
“within its proper legal bounds,” the concurring jus-
tices stressed that courts should “separat[e] factual 
and legal aspects of an invalidity claim.” Ibid.  Courts 
can do that by “using instructions based on case-
specific circumstances that help the jury make the 
distinction,” or by “using interrogatories and special 
verdicts to make clear which specific factual findings 
underlie the jury’s conclusions.”  Ibid.  The concur-
ring justices further explained that “[b]y isolating the 
facts (determined with help of the ‘clear and convinc-
ing’ standard),” courts can “assure the proper inter-
pretation or application of the correct legal standard 
(without use of the ‘clear and convincing’ standard).”  
Ibid.  And by “preventing the ‘clear and convincing’ 
standard” from “roaming outside its fact-related res-
ervation,” courts can “increase the likelihood that dis-
coveries or inventions will not receive legal protection 
where none is due.”  Ibid.   
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B. Facts 

This case involves U.S. Patent 7,606,739 (the 
‘739 patent), entitled “Electronic Proposal Presenta-
tion System.”  Its inventor, Jerome Johnson, first ap-
plied for the patent in 1992, but the PTO repeatedly 
denied Johnson’s applications for failure to meet the 
statutory requirements.  Pet. C.A.Br. 2.  In 2004, 
Johnson’s ‘739 patent and 21 other patents and pend-
ing applications were sold to Erich Spangenberg, “one 
of the most notorious patent trolls in America.”  Da-
vid Segal, Has Patent, Will Sue:  An Alert to Corpo-
rate America, N.Y. Times, July 13, 2013; Pet. C.A.Br. 
13.1  Spangenberg assigned the patents and applica-
tions to entities within his “empire of 247 IP-focused 
companies, most of which were created with the sole 
purpose of holding patents and filing lawsuits.”  Andy 
Greenberg, Meet the Texas Lawyer Suing Hundreds of 
Companies for Using Basic Web Encryption, Fortune, 
Nov. 9, 2012.  One of those is the respondent here, 
“Clear With Computers.”  

On October 20, 2009, after still further revisions 
to the application, the PTO finally granted the ‘739 

                                            
1 “Patent troll” refers to “people who sue companies for in-

fringement, often using patents of dubious value or questionable 
relevance, and then hold on like a terrier until they get license 
fees.”  Segal, supra.  President Obama has denounced patent 
trolls as companies that “don’t actually produce anything” but 
instead seek to “extort some money” out of productive compa-
nies.  Press Release, Fact Sheet: White House Task Force on 
High-Tech Patent Issues, June 4, 2013 (quotation marks omit-
ted); see also eBay v. MercExchange, L.L.C., 547 U.S. 388, 396 
(2006) (Kennedy, J., concurring) (observing that some “firms use 
patents not as a basis for producing and selling goods but, in-
stead, primarily for obtaining licensing fees,” and noting the “po-
tential vagueness and suspect validity of some of these pa-
tents”).   
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patent.  Pet. C.A.Br. at 14.  That same day, respond-
ent filed this infringement suit.  Ibid.   

The ‘739 patent purports to improve upon the 
prior art of “preprinted brochures.”  The patent states 
that “[m]any products, such as cars, are illustrated to 
customers by preprinted brochures.”  There are dis-
advantages to these brochures, the patent continues, 
because of their “generic nature.”  That is, every po-
tential purchaser of a particular product receives the 
same brochure, which may contain information a par-
ticular purchaser does not need or want.   

The claimed invention purportedly “solves these 
problems” by “utilizing a computer-based system to 
dynamically create customized, printed proposals.”  
The system “queries a customer to determine his or 
her interests and desired options,” and “[b]ased upon 
the customer’s answers …  links product pictures, en-
vironment pictures, and textual descriptions together 
in a customized proposal.”  The “customized proposal” 
contains “pictures, textual descriptions, and pricing 
information that is all of interest to and relevant to a 
specific customer.”   ‘739 patent col. 1-2.2   

                                            
2 Claim 1 of the patent claims the following alleged inven-

tion: 

A computer program product readable by a 
computing system comprising instructions that 
when executed cause a processor to: 

receive answers to a plurality of questions 
from a specific customer related to at least one of 
a desired feature and desired use by the custom-
er of a tangible product for sale from a user inter-
face; 

automatically select, in response to at least 
one of the received answers, an image of the tan-
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In short, the alleged invention allows a customer 
electronically to input personal selections on some 
limited set of product configurations, then receive 
back a sales proposal tailored to that information.  As 
Johnson asserted, “[t]he really significant part” of his 
invention was a selection process by which “you end 
up with a display or document which was very tai-
lored to the customer.”  Pet. C.A.Br. 10.   

C. Proceedings 

Respondent filed its infringement suit in the 
Eastern District of Texas, a “hotbed for patent trolls.”  
Yan Leychkis, Of Fire Ants and Claim Construction: 
An Empirical Study of the Meteoric Rise of the East-
ern District of Texas As A Preeminent Forum for Pa-
tent Litigation, 9 Yale J.L. & Tech. 193, 195 (2007).  
Spangenberg-controlled entities have filed twenty-
seven separate lawsuits concerning the ‘739 or related 
patents in the Eastern District, naming hundreds of 
companies as defendants.  See Pet. C.A.Br. Add. A.   

1.  Respondent alleged that Hyundai infringed 
the ‘739 patent because Hyundai’s website, hyun-
daiusa.com, like virtually all competitor websites, of-

                                                                                           

gible product for sale, an image of an environ-
ment in which the product for sale is to be used 
and a text segment comprised of a description of 
the product specifications and performances that 
are of particular interest to the customer; and  

integrate the selected images and the se-
lected text segment into a proposal for the sale of 
the product customized to the specific customer 
such that a single composite visual output can be 
generated that shows the product in the product 
environment along with said text segment … 

‘739 Patent, col.39 ll.18-49. 
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fers a means for potential purchasers to generate a 
customized sales proposal.  Hyundai denied in-
fringement and asserted that the ‘739 patent is inva-
lid because the invention it covers is neither novel 
nor nonobvious.   

2.   At trial, Hyundai presented undisputed evi-
dence that for years before the ‘739 parent applica-
tion was filed in 1992, the marketplace was awash in 
“Electronic Proposal Presentation Systems” for con-
figuring and selling products, including cars.  Indeed, 
by 1988, most major automobile companies offered 
kiosks that enabled users to input information into a 
computer; obtain customized information about a 
particular model, including images of that model with 
particular features in particular environments; and 
print out a written proposal reflecting the customer’s 
choices.  See Pet. C.A.Br. 3-5 and citations therein.3   

Also in 1988, Buick introduced Buick Dimension, 
an electronic proposal system provided not via deal-
ership kiosks but on computer diskettes distributed 
to potential customers.  Like the kiosk systems, Di-
mension enabled potential customers to input their 
preferences—about models, performance specifica-
tions, options, etc.—to obtain customized visual and 
textual information about particular Buick cars, in-
formation which could then be printed in the form of 
a sales proposal.  Id. at 5-6.    

At trial, Johnson acknowledged that he received 
and used a Dimension diskette before submitting his 
1992 patent application.  Id. at 4-5.  And because of 

                                            
3  One example discussed at trial, the Ford Selection Cen-

ter, was in use by 1984.  Although at trial respondent vigorously 
disputed certain details of that system, respondent did not dis-
pute that such systems were widely used by 1988.  
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its similarities to embodiments of the invention de-
scribed in the patent and to Hyundai’s website, the 
Buick system became the basis for Hyundai’s obvi-
ousness defense.   

Electronic proposal systems were also prevalent 
in other industries.  One was a cabinet-design system 
called Cabnetware Detailer, which was the principal 
basis for Hyundai’s anticipation defense.  Detailer 
enabled a user to start with a blank template of a 
kitchen, then input information about appliance loca-
tion, cabinet designs, etc., to configure the kitchen 
according to her preferences.  The system then con-
structed a sales proposal for the selected cabinets, 
complete with pricing information and images of the 
configured kitchen.  Id. at 7-8.   

Because electronic proposal systems were widely 
available in the marketplace at the relevant time, re-
spondent did not argue at trial that the ‘739 patent 
was novel and nonobvious because it permitted users 
to create a proposal tailored to the customer.  In-
stead, respondent argued that the patent was novel 
and nonobvious principally because, unlike prior art 
such as the Dimension and Detailer systems, which 
generated a “composite visual output” containing one 
image of a product, the invention of the ‘739 patent 
was capable of generating a “composite visual output” 
containing two product images.  See Resp. C.A. Br. 
42, 45, 49 (and record citations therein). 

3.  The day the parties proposed their jury in-
structions, this Court issued i4i.  At the instruction 
conference, Hyundai cited i4i in objecting to respond-
ent’s proposed blanket instruction that “Hyundai 
bears the burden of proving invalidity by clear and 
convincing evidence,” explaining that the i4i concur-
rence makes particularly clear that the clear and 
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convincing standard applies only to factual issues.  
App. 39a-40a.  Counsel for respondent answered that 
i4i was irrelevant because that decision “simply reit-
erat[ed]” that “prior art that’s not been considered by 
the PTO” does not warrant a preponderance stand-
ard.  Ibid.  Without explanation, the district court 
overruled Hyundai’s objection, stating that it was “go-
ing with the clear and convincing standard” for all 
aspects of invalidity.  App. 37a. 

The jury was accordingly instructed, on four oc-
casions and without qualification, that it was to “use 
the clear and convincing standard with regard to the 
issue of invalidity.”  App. 41a; see also App. 42a 
(court stating that Hyundai “bears the burden of 
proving invalidity by the clear and convincing stand-
ard”); App. 43a (“It will be your job to determine 
whether Hyundai has met its burden of proving inva-
lidity … by the clear and convincing evidence stand-
ard.”); App. 44a (“Hyundai bears the burden of prov-
ing invalidity by the clear and convincing evidence 
standard.”).  At no time did the district court “sepa-
rat[e] factual and legal aspects of [Hyundai’s] invalid-
ity claim” or inform the jury that it was to apply the 
clear and convincing evidence standard only to factu-
al issues, not to the ultimate legal question of invalid-
ity.  i4i, 131 S.Ct. 2253 (Breyer, J., concurring). 

Consistent with the district court’s ruling at the 
instruction conference, moreover, the verdict form 
asked simply:  “For each asserted claim of the ‘739 
Patent, did Hyundai prove by clear and convincing 
evidence that the claim is invalid?”  For each claim, 
the form then provided separate boxes for “anticipa-
tion” (i.e., novelty) and “obviousness,” in which the 
jury was to indicate, by “yes” or “no,” whether Hyun-
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dai had proved that invalidity defense by clear and 
convincing evidence.  App. 45a-46a.   

The jury answered “no” to each question, con-
cluded that Hyundai had infringed the ‘739 patent, 
and awarded respondent approximately $11.5 million 
in damages.  App. 4a, 47a.   

4.   Hyundai moved for judgment as a matter of 
law and for a new trial.  App. 6a.  Hyundai specifical-
ly objected to the court’s jury instruction on invalidity 
and to its refusal to instruct that only questions of 
fact, not the ultimate obviousness determination, are 
subject to a heightened standard of proof.  The court 
did not specifically address Hyundai’s argument or 
acknowledge the court’s role in making the ultimate 
legal determinations relevant to validity.  Instead, 
the court simply denied Hyundai’s motion on the 
grounds that “[t]he jury heard and weighed the evi-
dence presented by both sides at trial and found that 
the asserted claims were not invalid.” App. 16a.  

5.  Hyundai appealed to the Federal Circuit, 
seeking judgment as a matter of law on invalidity, 
and arguing that the district court’s invalidity in-
structions were in conflict with i4i.  At oral argu-
ment, the panel was openly skeptical of the patent’s 
validity, asking respondent’s counsel at one point, 
“How is this claim not ultimately … going to be inval-
idated?”  It nevertheless signaled that it might defer 
“in this case” to the jury’s verdict—underscoring the 
importance of the erroneously heightened burden of 
proof that the jury was instructed to apply.  Oral Ar-
gument at 21:56, Clear With Computers, LLC v. 
Hyundai Motor America, Inc., No. 12-1291 (Fed.Cir. 
Feb. 5, 2013), available at www.cafc.uscourts.gov/ 
oral-argument-recordings/all/clear-with-computers.  
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Just two days later, the Federal Circuit issued a 
one-line, per curiam affirmance pursuant to that 
court’s Rule 36.  App. 1a-2a.  Hyundai moved for re-
hearing and rehearing en banc, which the Federal 
Circuit denied.  App. 34a-35a.   

REASONS FOR GRANTING THE PETITION 

The invalidity instructions the district court and 
Federal Circuit approved over Hyundai’s objection 
ignore the bedrock principle, recently confirmed in 
the i4i concurrence, that standards of evidentiary 
proof apply to questions of fact and not law.  When 
courts give jury instructions that conflate the fact-
finding that underlies legal determinations with the 
legal determinations themselves, application of the 
clear-and-convincing standard often effectively di-
rects a verdict against the party that is required to 
make that heightened factual showing.  And it will 
undoubtedly result in the entrenchment of patent 
protection for “inventions,” like the one claimed by 
the ‘739 patent, that do not “promote the Progress of 
Science and useful Arts.” U.S. Const., Art. I, §8, cl.8.   

The Federal Circuit’s approval of such jury in-
structions here, especially when combined with the 
court’s evident deference to the jury’s verdict, merits 
this Court’s review.  Only this Court can ensure that 
the Federal Circuit’s judgment does not have these 
pernicious effects on the many cases involving the 
critical and recurring question of invalidity.  The 
Court should either grant plenary review or, as it has 
often done in similar circumstances, grant the peti-
tion, vacate the summary affirmance below, and re-
mand for further consideration and explanation in 
light of i4i and the fact/law distinction on which it is 
based.   
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A. Instructing a Jury to Apply the Clear and 
Convincing Standard To Patent “Invalidi-
ty,” Without Distinguishing Between Fac-
tual And Legal Aspects Of That Inquiry, 
Conflicts Not Only With The i4i Concur-
rence But Also With This Court’s Other 
Precedents and Long-Standing Principles 
of Anglo-American Law. 

In i4i, the three concurring Justices emphasized 
that “in this area of the law as in others the eviden-
tiary standard of proof applies to questions of fact 
and not to questions of law.”  i4i, 131 S.Ct. at 2253.  
That is, “a factfinder must use the ‘clear and convinc-
ing’ standard” in deciding  factual matters, such as 
“whether a prior art reference had been published.” 
Ibid.  But it must not do so in deciding  “how the law 
applies to the facts as given”—such as, for example, 
whether the claimed invention is “novel or non-
obvious.”  Ibid. (citations omitted). 

1. This fact/law dichotomy is a basic tenet of the 
common law, and it has long been a staple of this 
Court’s jurisprudence.  See id. at 2253.  In Addington 
v. Texas, 441 U.S. 418 (1979), for example, this Court 
explained that the “function of a standard of proof” is 
to “‘instruct the factfinder concerning the degree of 
confidence our society thinks he should have in the 
correctness of factual conclusions for a particular type 
of adjudication.’” Id. at 423-425 (quoting In re Win-
ship, 397 U.S. 358, 370 (1970) (Harlan, J., concur-
ring)).  

Indeed, nearly two hundred years of American 
jurisprudence universally supports the proposition 
that burdens of proof apply only to factual issues.  
See, e.g., Powers v. Russell, 13 Pick. 69, 77 (Mass. 
1832) (explaining the operation of the burden of proof 
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in terms of “competent and prima facie evidence of a 
fact”).  And this bedrock principle is similarly reflect-
ed in centuries-old English decisions.  See, e.g., 
Hynde’s Case, 76 E.R. 1040 (K.B. 1590) (one seeking 
to “avoid [a] bargain” bears the burden to show with 
“manifest proof” that she did not enter into it); W.M. 
Best, A Treatise on the Law of Evidence and Practice 
as to Proofs in Courts of Common Law at 180 (1849). 

2.  Nothing in the Court’s opinion in i4i suggests 
any intention to abandon in patent cases this basic 
fact/law dichotomy, or the established principle that 
the burden of proof applies only to questions of fact.  
And the three-Justice concurrence emphasized that 
lower courts must “prevent[] the ‘clear and convinc-
ing’ standard from roaming outside its fact-related 
reservation” so that “courts can increase the likeli-
hood that discoveries or inventions will not receive 
legal protection where none is due.”  i4i, 131 S.Ct. at 
2253. 

To honor these limits on the clear and convincing 
standard, district courts tasked with deciding invalid-
ity questions must ensure that juries apply the 
standard only to factual issues, not to legal questions 
(such as obviousness or novelty) that may sound fac-
tual but are really statutory.  Accordingly, where pa-
tent validity is ultimately a question of law, the jury 
instructions must make clear that the jury’s province 
is not to decide the ultimate legal question of validity 
by clear and convincing evidence, but to apply that 
standard to any underlying factual determinations.   

Early in its history, the Federal Circuit itself 
acknowledged this fact/law dichotomy, explaining 
“that the disputed facts underlying the legal conclu-
sion must be established by clear and convincing evi-
dence, not the ultimate legal conclusion of obvious-
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ness itself.”  Newell Cos., Inc. v. Kenney Mfg. Co., 864 
F.2d 757, 767 (Fed.Cir.1988).  But in the ensuing 
years, the legal and factual aspects of invalidity be-
came confused, and courts began allowing juries to 
consider not just factual questions such as whether 
an invention was used or sold at a particular time, 
but also legal questions such as whether the factual 
findings supported statutory treatment of the inven-
tion as novel or nonobvious.  See, e.g., Federal Judi-
cial Center, Patent Case Management Judicial Guide, 
at 7-10 (2009) (“The renewed emphasis on the role of 
the court casts doubt on the practice of submitting 
the ultimate question of obviousness to the jury.  It 
may now be better practice to limit the jury’s consid-
eration of obviousness to the factual disputes as to 
the Graham factors.”). 

3.  As important as the fact/law distinction is as a 
general matter, it is critical to respect that distinction 
when applying the heightened, “clear and convincing” 
standard.  To ignore the distinction in this context 
would not only permit the standard of proof to 
“roam[] outside its fact-related reservation,” i4i, 131 
S.Ct. at 2253 (Breyer, J., concurring), but would vir-
tually direct the verdict against the party bearing the 
clear-and-convincing  burden.  If the jury is instruct-
ed simply to decide the issue of “validity” without be-
ing instructed on the separate legal and factual com-
ponents of that inquiry, the jury may well resolve any 
factual issues against the patent but still reject an 
invalidity defense because of doubts about how to ap-
ply the governing legal concepts. 

The conflation of fact-finding with the ultimate 
legal determination is particularly problematic in a 
case like this, where obviousness is a key invalidity 
defense.  Any statutory determination of obviousness 
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is necessarily based on what this Court has recog-
nized as four underlying factual determinations, 
namely: (i) “the scope and content of the prior art;” 
(ii) “differences between the prior art and the claims 
at issue;” (iii) “the level of ordinary skill in the perti-
nent art;” and (iv) “secondary considerations” such as 
“commercial success, long felt but unsolved needs, 
failure of others, etc.”  Graham, 383 U.S. at 17.  Yet 
this Court has long held, and recently re-emphasized, 
that even where a jury has rendered an advisory ver-
dict on the ultimate issue of obviousness, that ques-
tion remains a legal question for the court.  See KSR, 
550 U.S. at 427 (“The ultimate judgment of obvious-
ness is a legal determination.”); Graham, 383 U.S. at 
17.   

Given the necessity for courts ultimately to de-
cide obviousness and other legal questions as to pa-
tent invalidity, based on underlying factual determi-
nations, invalidity cases lie along a continuum.  On 
one end are cases in which the invalidity determina-
tion will turn largely on questions of fact.  For exam-
ple, this Court has held that the on-sale bar of 
§ 102(b) applies when two conditions are met: (i) “the 
product must be the subject of a commercial offer for 
sale”; and (ii) “the invention must be ready for patent-
ing.”  Pfaff v. Wells Elecs., Inc., 525 U.S. 55, 67 
(1998).  The factual determination of whether those 
conditions are met often decides whether a claim is 
legally invalid.  Such fact-finding was outcome de-
terminative in Pfaff.  See ibid.  And in i4i, another 
case involving the on-sale bar, the case similarly 
turned on the jury’s resolution of a factual dispute.  
See 131 S.Ct. at 2243-44. 

On the other end of the continuum are cases in 
which the invalidity outcome turns principally or ex-
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clusively on legal determinations.  In KSR, for exam-
ple, this Court held that the Federal Circuit erred in 
reversing an order granting a summary judgment of 
nonobviousness.  Emphasizing that the “ultimate 
judgment of obviousness is a legal determination,” 
the Court concluded that where “the content of the 
prior art, the scope of the patent claims, and the level 
of ordinary skill in the art are not in material dis-
pute,” the presence in the record of a “conclusory affi-
davit” from the plaintiff’s expert does not require de-
nial of summary judgment.  KSR, 550 U.S. at 426-27.   

4.  The district court’s failure to limit the clear 
and convincing standard to the jury’s fact-finding 
function is all the more problematic here precisely 
because this case falls on or near the “legal determi-
nation” end of the continuum. At trial, Hyundai pre-
sented undisputed evidence of prior art, specifically 
two separate “electronic proposal preparation sys-
tems,” that significantly predated the ‘739 patent’s 
1992 priority date and offered substantially the same 
kind of functionality.  Among other bases for invalidi-
ty, Hyundai argued that in light of the Dimension 
system, the claimed invention was obvious within the 
meaning of the Patent Act.  Respondent’s principal 
argument in response was that, despite this undis-
puted prior art, it was not obvious to include two im-
ages in the “composite visual output” as compared to 
one image.  See Resp. C.A.Br. 42, 45, 49; Pet. C.A.Br. 
44-45; Pet. C.A. Rep.Br. 19-21.  

Thus, as to this crucial obviousness determina-
tion, the question was at least primarily one of law, 
not fact.  The jury was not required to determine fac-
tual matters like what prior art preceded the ‘739 pa-
tent or whether certain inventions were on sale be-
fore the patent application.  The principal question 
was whether, given the largely undisputed evidence 
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regarding the Dimension system, Hyundai had 
demonstrated, as a matter of law, that the invention 
covered by the ‘739 patent was obvious and the pa-
tent was therefore invalid.  At a minimum, a reason-
able jury could easily have found that  this was in-
deed the question on which the case ultimately 
turned.   

Under this Court’s longstanding jurisprudence, 
the “strict standard of proof” of clear and convincing 
evidence “has no application” to this legal question.  
i4i, 131 S.Ct. at 2253 (Breyer, J., concurring).  Yet the 
district court nonetheless sent the ultimate legal 
question to the jury, subject to the clear and convinc-
ing standard, in clear disregard of settled law and the 
explicit cautions in the freshly penned i4i concur-
rence.  By “going with the clear and convincing 
standard” over Hyundai’s objection and instructing 
the jury four times to apply it to “invalidity,” the dis-
trict court obliterated the distinction between legal 
and factual issues that this Court’s precedents re-
quire.   

The district court then compounded this confla-
tion of law and fact when it gave the jury a verdict 
form that simply asked whether Hyundai “prove[d] 
by clear and convincing evidence that the claim is in-
valid,” and directed the jury to answer with only a 
general “yes” or “no” on each of Hyundai’s invalidity 
defenses—including the legal question of obvious-
ness.  See pp.11-12, supra; KSR, 550 U.S. at 427.  

In short, the district court’s instructions and ver-
dict form cannot be squared with the settled, funda-
mental distinction between factual and legal issues, 
which applies and must be enforced in the context of 
patent invalidity as in any other context.   Review is 
warranted to prevent further departures from these 
principles in patent trials nationwide.    
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B. The Failure Of The Courts Below To Re-
spect The Fact/Law Distinction In This 
Case Improperly Allowed The Jury To 
Make the Final Legal Determination On 
Invalidity, And Perpetuates An Acknowl-
edged Circuit Split.  

As noted, the unstated premise of the i4i opinion 
for the Court—and the express premise of the i4i con-
currence—is that even if there has been an advisory 
verdict on the question, validity is ultimately a ques-
tion of law, and therefore must ultimately be deter-
mined by the court.  The district court below, howev-
er, gave the entire validity issue to the jury, perform-
ing no legal analysis of its own and treating the jury’s 
verdict as dispositive.  Unfortunately, that deference 
to the jury’s determination of the legal question of va-
lidity finds support in Federal Circuit precedent.  But 
as this Court recognized in granting certiorari in an 
earlier case, the Federal Circuit’s approach to this is-
sue cannot be reconciled with this Court’s invalidity 
jurisprudence, and is in direct conflict with en banc 
decisions of both the Seventh and Ninth Circuits.  
This case gives the Court another opportunity to 
bring the Federal Circuit’s jurisprudence back into 
line with this Court’s decisions, and to finally resolve 
the long-festering circuit conflict.4 

1.  This Court has consistently held that “the ul-
timate judgment of obviousness is a legal determina-

                                            
4  Although since 1983 the Federal Circuit has had exclu-

sive jurisdiction over patent appeals, this Court has continued to 
use splits between the Federal Circuit and pre-1983 decisions of 
the regional circuits as a basis for granting certiorari.  See, e.g., 
Pfaff, 525 U.S. at 60; Holmes Group, Inc. v. Vornado Air Circu-
lation Sys., Inc., 535 U.S. 826, 839 (2002) (Souter, J., concur-
ring).   
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tion.”  KSR, 550 U.S. at 427.  The same is true of the 
ultimate issue of validity under any of the other stat-
utory provisions governing when a patent is valid.  
See, e.g., Graham, 383 U.S. at 17 (stating that “the 
ultimate question of patent validity is one of law,” 
although one informed by “several basic factual in-
quiries”); Sakraida v. Ag Pro, Inc., 425 U.S. 273, 280 
(1976) (same); Great Atl. & Pac. Tea Co. v. Super-
market Equip. Corp., 340 U.S. 147, 155 (1950) (same); 
Mahn v. Harwood, 112 U.S. 354, 358 (1884) (“wheth-
er the thing patented amounts to a patented inven-
tion * * * is a question of law”).  That principle should 
put to rest any doubt that invalidity is the province of 
the court:  It is axiomatic that “[t]he controlling dis-
tinction between the power of the court and that of 
the jury is that the former is the power to determine 
the law and the latter to determine the facts.”  
Dimick v. Schiedt, 293 U.S. 474, 486 (1935).   

Consistent with its conclusion that validity in 
general—and obviousness in particular—is a legal 
question, this Court’s decisions on patent obviousness 
contain no hint that, unlike a jury’s finding of fact, a 
jury verdict on the ultimate obviousness determina-
tion is entitled to any deference.  To the contrary, in 
each case, the Court engaged in an independent anal-
ysis of whether the asserted claims constituted “non-
obvious subject matter.”  See, e.g., Graham, 383 U.S. 
at 17; Sakraida, 425 U.S. at 280; Dann v. Johnston, 
425 U.S. 219, 230 (1976); Anderson’s Black Rock, Inc. 
v. Pavement Salvage Co., 396 U.S. 57, 62-63 (1969); 
United States v. Adams, 383 U.S. 39, 51 (1966); KSR, 
550 U.S. at 426-27.  The need for such an independ-
ent analysis by the court is made express in KSR, 
which described the required obviousness analysis 
and explained that “[t]o facilitate [appellate] review, 
this [obviousness] analysis should be made explicit.”   
550 U.S. at 418 (emphasis added).   
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The record below, however, is devoid of any “ex-
plicit” obviousness analysis.  The district court, fol-
lowing decades of Federal Circuit practice, submitted 
all the invalidity issues to the jury, asking simply 
whether Hyundai “prove[d] by clear and convincing 
evidence that [each asserted] claim is invalid?”  App. 
45a-47a.  The district court made no independent va-
lidity determination.   

Indeed, in responding to Hyundai’s post-trial mo-
tion for judgment as a matter of law, the district 
court simply noted that both sides had produced evi-
dence on the validity issues and that “[t]he jury heard 
and weighed the evidence presented by both sides at 
trial and found that the asserted claims were not in-
valid.” App. 16a.  The district court did not offer any 
analysis of the invalidity issue, or even attempt to 
explain why, as a matter of law, the asserted claims 
were not invalid.  To the contrary, the court chastised 
Hyundai for failing to present “clear and convincing 
evidence” that the jury’s ultimate legal judgment was 
wrong!  App. 16a.  The jury was thus permitted, not 
only to give an advisory verdict on that legal issue, 
but to resolve it dispositively.   

This procedure—which unfortunately is common 
in district courts around the country—is inconsistent 
with both this Court’s validity jurisprudence and the 
“controlling distinction” between courts and juries.   
Dimick, 293 U.S. at 486.   

2.  This widespread departure from this Court’s 
caselaw reflects the Federal Circuit’s disagreement 
with two other circuits on the proper understanding 
of the fact/law distinction on which i4i was based.  
Before the Federal Circuit was established in 1983, 
two circuits, sitting en banc, had squarely held that a 
jury’s authority is limited to resolving subsidiary fact 
questions, and that the ultimate question of validity 
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requires an independent determination by the district 
court.    

One example is the Seventh Circuit’s decision in 
Roberts v. Sears, Roebuck & Co., 723 F.2d 1324 (7th 
Cir. 1983) (en banc), which addressed a judgment of 
nonobviousness rendered by a jury without any inde-
pendent analysis by the district court.  Id. at 1329.  
In Roberts, as here, the jury was “explicitly instruct-
ed” to “determine the ultimate legal question of obvi-
ousness,” with an attendant instruction “merely iden-
tif[ying] the Graham underlying factual inquiries and 
instruct[ing] the jury to consider the evidence.”  Id. at 
1339.  The jury rendered a verdict of nonobviousness, 
which “the district court adopted as its own findings” 
in entering judgment of non-invalidity.  Ibid.     

The Seventh Circuit reversed, observing that 
“obviousness is a question of law,” and that “in a pa-
tent case, as in any other case tried to a jury, ques-
tions of law are for the court and questions of fact are 
for the jury.”  Id. at 1341.  By instructing the jury to 
determine obviousness, and then by failing to under-
take its own analysis of that question, “[t]he trial 
court abdicated its control over the legal issue.”  Id. 
at 1342.   

Similarly, in Sarkisian v. Winn-Proof Corp., 688 
F.2d 647 (9th Cir. 1982) (en banc), the en banc Ninth 
Circuit considered the following question:  “In deter-
mining obviousness, what questions may or must the 
trial court submit to the jury and what questions may 
or must it reserve for itself?”  Id. at 649.  Relying on 
this Court’s decision in Graham, the Ninth Circuit 
concluded that findings relating to the factual 
“Graham factors” “are made by the fact finder,” and 
that the jury may issue only an advisory opinion on 
the ultimate question of obviousness.  Id. at 650.  Ac-
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cording to the Ninth Circuit, “[t]he court must, in all 
cases, determine obviousness as a question of law in-
dependent of the jury’s conclusion.”  Id. at 651 (em-
phasis added).   

Shortly after the Ninth Circuit’s en banc deci-
sion, however, the newly established Federal Circuit 
went the other way.  In Perkin-Elmer Corp. v. Com-
putervision Corp., 732 F.2d 888 (Fed.Cir. 1984), the 
court pointedly criticized the Ninth Circuit’s decision 
in Sarkisian, suggesting that by requiring the district 
court to “determine nonobviousness independently of 
the jury’s verdict,” Sarkisian had “totally ignore[d] 
the rules applicable to jury trials in non-patent cases” 
and had inappropriately proceeded “as though the ju-
ry had never been impanelled, had never been in-
structed on the issue, had never considered the issue, 
and had never rendered a verdict.”  Id. at 895.  In 
other words, according to the Federal Circuit, the 
verdict on the ultimate question of obviousness was 
entitled to essentially the same deference as a factual 
finding. 

Although several dissents have taken a contrary 
position,5 the Federal Circuit has repeatedly enforced 
its view that the legal question of obviousness may 
not only be submitted to the jury, but also that the 
district court has no obligation to perform an obvi-
ousness analysis independent of the jury’s verdict.  
See, e.g.,  Richardson v. Suzuki Motor Co. Ltd., 868 
F.2d 1226, 1234-35 (Fed.Cir. 1989) (“the jury may de-

                                            
5 E.g., Hilton Davis Chem.Co. v. Warner-Jenkinson Co., 62 

F.3d 1512, 1556 (1995) (en banc), rev’d on other grounds, 520 
U.S. 17 (1997) (Nies., J., dissenting); In re Lockwood, No. 394, 
1995 WL 50725 (Fed.Cir. 1992) (Nies, J., dissenting from denial 
of rehearing en banc).   



25 

cide the questions of anticipation and obviousness, 
either as separate special verdicts or en route to a 
verdict on the question of validity, which may also be 
decided by the jury,” and criticizing view that ulti-
mate issue can only be submitted for advisory ver-
dict); Kinetic Concepts, Inc. v. Blue Sky Med. Group, 
Inc., 554 F.3d 1010, 1020-21 (Fed.Cir. 2009) (rejecting 
argument that “the district court erred by failing to 
conduct its own obviousness analysis” following the 
jury’s verdict), cert. denied, 558 U.S. 1024 (2009). 

The stark conflict between the Federal Circuit 
and the Seventh and Ninth Circuits is undeniable: 
The Federal Circuit has more than once directly criti-
cized the Ninth Circuit’s reasoning in Sarkisian.  See, 
e.g., Perkin-Elmer Corp., 732 F.2d at 895; Richard-
son, 868 F.2d at 1234.  And Judge Nies, dissenting 
from the denial of rehearing en banc in In re Lock-
wood, explained in detail the extent of the conflict be-
tween Sarkisian and Roberts on the one hand, and 
numerous Federal Circuit cases on the other, and 
noted that this was the kind of conflict “that warrants 
Supreme Court review.”  In re Lockwood, No. 394, 
1995 WL 50725 (Fed.Cir. 1992) (Nies, J., dissenting 
from denial of rehearing en banc).   

This Court, moreover, granted certiorari in Lock-
wood to resolve that issue.  See American Airlines, 
Inc. v. Lockwood, 515 U.S. 1121 (1995).  Although the 
precise question in that case was whether there is a 
Seventh Amendment right to jury trial in an action 
seeking solely a declaratory judgment of invalidity, 
the underlying issue was the one that had previously 
divided the Federal Circuit from the Seventh and 
Ninth Circuits—i.e., whether a jury verdict on the ul-
timate question of validity is required and entitled to 
deference, notwithstanding the traditional distinction 
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between factual and legal issues recently reiterated 
in i4i.   

The petitioner in Lockwood subsequently dropped 
its demand for a jury trial, mooting the issue, and the 
case was returned to the district court for a bench 
trial.  But the conflict persists, is clear and deep, and 
can and should be resolved in this case as the Court 
reiterates the importance of adhering to the fact/law 
distinction emphasized in i4i. 

C. The Summary Affirmance of the District 
Court’s Erroneous Decision Underscores 
the Need for This Court’s Intervention.   

Nor was there any justification for the Federal 
Circuit to simply ignore i4i, and its underlying 
fact/law distinction, by entering a one-line summary 
affirmance.  An explanation of why the Federal Cir-
cuit found the guidance of the concurring Justices 
unpersuasive or irrelevant, or of why it thought the 
jury’s legal conclusion of invalidity could be sustained 
under this Court’s precedents, would have been sur-
prising on this record.  But such explanations would 
at least have  provided guidance to district courts na-
tionwide on how to understand and apply i4i.  The 
guidance provided by the i4i concurrence—at a min-
imum—was too important and timely to ignore 
through a summary affirmance.   

1.  To be sure, this Court has recognized that the 
courts of appeals “should have wide latitude in their 
decisions,” including “with respect to summary affir-
mances.”  Taylor v. McKeithen, 407 U.S. 191, 194 n.4 
(1972).  Yet the Court has not hesitated to review 
summary dispositions.  See, e.g., Holster v. Gatco, 
Inc., 130 S.Ct. 1575 (2010); Wilkins v. Gaddy, 559 
U.S. 34 (2010); Clark v. Martinez, 543 U.S. 371 
(2005); Nat’l Archives & Records Admin. v. Favish, 
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541 U.S. 157 (2004); United States v. Flores-Montano, 
541 U.S. 149 (2004); Castro v. United States, 540 U.S. 
375 (2003); Lane v. Pena, 518 U.S. 187 (1996); Stut-
son v. United States, 516 U.S. 193 (1996); Hess v. Port 
Auth. Trans-Hudson Corp., 513 U.S. 30 (1994); 
Farmer v. Brennan, 511 U.S. 825 (1994); Bowen v. 
Am. Hosp. Ass’n, 476 U.S. 610 (1986).  The Court also 
routinely grants review of unpublished decisions and, 
indeed, did so in its leading case on obviousness, 
KSR.  See Teleflex, Inc. v. KSR Int’l Co., 119 F. App’x 
282 (Fed.Cir. 2005), rev’d, 550 U.S. 398 (2007).   

As KSR illustrates, moreover, invalidity issues 
like obviousness are particularly unsuited for sum-
mary affirmance—and well suited for review by this 
Court—especially where, as here, they involve legal 
conclusions.  Validity lies at the heart of the patent 
system:  “Invalid or overbroad patents disrupt” the 
balance between “exclusivity and competition” by 
“discouraging follow-on innovation, preventing com-
petition, and raising prices through unnecessary li-
censing and litigation.”  Fed. Trade Comm’n, The 
Evolving IP Marketplace: Aligning Patent Notice and 
Remedies with Competition 1 (Mar. 7, 2011), availa-
ble at www.ftc.gov/os/2011/03/110307/patent-
report.pdf.  Moreover, invalid patents confer monopo-
lies “without consumer benefit,” raise transaction 
costs, and “may deter investment in innovation 
and/or distort its function.” Nat’l Research Council, A 
Patent System for the 21st Century 95 (2004), availa-
ble at www.nap.edu/html/patentsystem/ 0309089107.   

Conferring patent protection upon discoveries or 
inventions that should not receive it is not just bad 
policy, it is an affront to the Constitution: Only those 
inventions that “promote the Progress of Science and 
useful Arts” may receive the monopoly benefits of pa-
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tent protection.  U.S.Const. Art. I, §8, cl.8.  But the 
issuance and affirmance of non-innovative or obvious 
patents “stifle[s], rather than promote[s],” that “Pro-
gress.”  KSR, 550 U.S. at 427.   

2. The indisputably “important nature of the va-
lidity question,” i4i, 131 S.Ct. at 2253 (Breyer, J., 
concurring), is precisely why the fact/law distinction 
matters, and why this summary affirmance therefore 
warrants review:  Failing to adhere to that distinc-
tion “increase[s] the likelihood that discoveries or in-
ventions” will “receive legal protection where none is 
due.” Ibid.  And if the “clear and convincing” stand-
ard of proof for invalidity is not confined to fact is-
sues, but instead allowed to extend to ultimate legal 
questions of obviousness and invalidity, with blind 
deference given to the resulting verdicts, patents in-
consistent with both sensible policy and the Found-
ers’ intent will proliferate.   

Especially in cases involving questionable pa-
tents—like the vague “business methods” patents fa-
vored by patent trolls—an improper instruction to 
apply the heightened “clear and convincing” standard 
to the ultimate legal question of validity is often out-
come determinative because it can be an excuse for a 
jury not to examine closely the constituent factual 
questions that actually fall within its province.   See, 
e.g., B.D. Daniel, Heightened Standards of Proof in 
Patent Infringement Litigation: A Critique, 36 AIPLA 
Q.J. 369, 417 (2008).  As a result, any doubts about 
whether the ultimate legal standard is met can easily 
lead to a patentee verdict—even where the jury 
would otherwise find the facts in favor of the alleged 
infringer.   

To be sure, patent holders enjoy the benefit of the 
clear and convincing standard when it comes to fac-
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tual disputes.  But giving the patent holder that ad-
vantage as to legal determinations, as the Federal 
Circuit did here, creates a constitutionally problemat-
ic imbalance in favor of dubious patents—especially 
in light of that court’s encouragement of judicial def-
erence to jury verdicts on validity.   

The summary affirmance below is particularly 
grievous because Congress established the Federal 
Circuit with the express purpose of promoting “uni-
formity” in patent law and reducing the “uncertainty 
of legal doctrine” that plagued patent law in the re-
gional circuits.  H.R.Rep. No.97-312 at 21-22 (1981); 
S.Rep. No.97-275 at 4 (1981), 1982 U.S.C.A.A.N. 30, 
44-45; see also Markman v. Westview Instruments, 
Inc., 517 U.S. 370, 390 (1996).  As a result, many 
commonly-used pattern jury instructions in patent 
cases are derived from that court’s pronouncements.  
And the blanket “clear and convincing” standard for 
invalidity claims, without distinguishing between fact 
and law, is no exception.  See, e.g., Federal Circuit 
Bar Association Model Patent Jury Instructions §4.3b 
(2008) (“[Alleged infringer] may establish that a pa-
tent claim is invalid by showing, by clear and con-
vincing evidence, that the claimed invention would 
have been obvious to persons of ordinary skill in the 
art at the time the invention was made.”); American 
Intellectual Property Law Association Model Patent 
Jury Instructions § 7.0 (2006) (“[The Defendant] 
bears the burden of proving this [obviousness] de-
fense by clear and convincing evidence.”).   

The Federal Circuit’s one-line decision here thus 
leaves parties and district courts without guidance as 
to whether the Federal Circuit deems the i4i concur-
rence dicta, or how the Federal Circuit reconciles its 
approval of the jury instructions here with the bed-
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rock law/fact dichotomy.  And by approving the exist-
ing pattern instructions, the decision below perpetu-
ates the current imbalance favoring dubious patents.      

3. The Federal Circuit’s summary affirmance is 
all the more puzzling given that neither respondent 
nor the court suggested that Hyundai had failed to 
preserve the fact/law issue.  And as noted, the court 
itself recognized that, because of its dubious validity, 
it was unlikely the ‘739 patent would ultimately 
stand in future cases.  See Oral Argument at 21:56.  
So there is no doubt that Hyundai was prejudiced by 
the district court’s errors.  

But the Federal Circuit signaled at oral argu-
ment that the reason it might nevertheless uphold 
the patent’s validity “in this case” was the jury’s ver-
dict.  Ibid.  That powerfully underscores, not only the 
distorting influence of applying a burden of proof de-
signed for fact-finding to an ultimate legal conclusion, 
but also the court’s troublesome pattern of deference 
to jury verdicts on legal aspects of validity.  See pp. 
20-22, 24-26, supra.  And a summary affirmance ob-
viously makes it easier for any court to mask its def-
erence to jury verdicts on matters that are the proper 
domain of the courts.   

4.  The summary affirmance here also reflects a 
troubling trend in the Federal Circuit’s increasing 
use of “Rule 36” orders since the promulgation of 
Federal Rule of Appellate Procedure 32.1, which was 
adopted in April 2006 to permit citation of un-
published opinions.  Federal Circuit Rule 36 permits 
that court to issue a “judgment of affirmance without 
opinion” at all if it determines both that “an opinion 
would have no precedential value” and one of five 
other factors is met.  Fed. Cir. R. 36.   
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In 2008, 2009, and 2010, the Federal Circuit is-
sued Rule 36 orders in only 13%, 22%, and 19% of pa-
tent infringement cases, respectively. Jason 
Rantanen, CAFC:  Patent Opinions Down, Rule 36 
Affirmances Up, Patently-O Blog (Oct. 27, 2011), 
www.patentlyo.com/patent/2011/10/cafc-patent-opini-
ons-down-rule-36-affirmances-up. In 2011, however, 
there began a “significant rearrangement of the way 
in which the [Federal Circuit] is resolving patent ap-
peals.” Ibid.  In that year, the court issued Rule 36 
affirmances in 42% of patent cases.  Ibid.  In short, 
the Federal Circuit is “disposing of cases using a 
greater percentage of summary affirmances * * * 
than in the past.”  Ted L. Field, “Judicial Hyperactiv-
ity” in the Federal Circuit:  An Empirical Study, 46 
U.S.F. L. Rev. 721, 782 (2012).   

That trend is not only inconsistent with that 
court’s Congressional mandate to encourage devel-
opment of, and uniformity in, the patent laws, 
Markman, 517 U.S. at 390, it is also at odds with the 
thrust of Rule 32.1.  Indeed, the Federal Circuit had 
long opposed the new rule:  Before its adoption, the 
Federal Circuit had prohibited all citation of un-
published opinions.  See Symbol Techs., Inc. v. Lemel-
son Med., 277 F.3d 1361 (Fed.Cir. 2002).  So when the 
new rule was proposed, the unanimous court sent a 
letter voicing opposition to the proposed Rule 32.1.  
See Robert D. English, Cite Unseen: Unpublished De-
cisions in the Federal Circuit and Federal Circuit 
Rule 32.1, Fed. Cir. B.J. 181, 182 (2007).  And Senior 
Judge Plager, who submitted an additional letter ex-
pressing opposition, stated that if the proposed Rule 
32.1 were adopted, “many, if not most, of the cases 
formerly decided as non-precedential will be decided 
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instead as one-line Rule 36 affirmances.”  Id.  See al-
so English, supra, at 198.    

The statistics just discussed bear out that predic-
tion.  And the order below is a concrete and troubling 
example of the Federal Circuit’s increased use of such 
affirmances in the wake of Rule 32.1.   

5.  The Federal Circuit’s resort to summary af-
firmances in the face of its unique Congressional 
mandate underscores the need for plenary review of 
the important issue here.  But at very least, the Fed-
eral Circuit’s use of Rule 36 calls out for this Court to 
grant the petition, vacate the decision below, and re-
mand for further consideration in light of i4i (and the 
fact-law distinction on which it rests), which the court 
of appeals studiously avoided by declining to issue an 
opinion.   

Admittedly, most GVRs occur when an interven-
ing event takes place after the decision that is the 
subject of the petition for certiorari.  But the Court 
has not hesitated to GVR where, as here, an appellate 
court decides an important issue in a manner that 
inexplicably fails to account for this Court’s recent 
pronouncements on the matter.  See, e.g., Webster v. 
Cooper, 558 U.S. 1039 (2009); Youngblood v. West 
Virginia, 547 U.S. 867 (2006); Walker v. True, 546 
U.S. 1086 (2006); Price v. United States, 537 U.S. 
1152 (2003); United States v. Hodgkiss, 522 U.S. 1012 
(1997); Stutson, 516 U.S. 193; Netherland v. Tuggle, 
515 U.S. 951 (1995); Robinson v. Story, 469 U.S. 1081 
(1984); Grier v. United States, 419 U.S. 989 (1974); 
Lawrence ex rel. Lawrence v. Chater, 516 U.S. 163, 
169-70 (1996); cf. United States v. Mobley, 523 U.S. 
1056 (1998) (GVR’ing in light of statute enacted prior 
to decision below); Grijalva v. Shalala, 526 U.S. 1096 
(1999) (same).   
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Moreover, in Webster, Stutson, and Robinson, 
among other cases, the Court GVR’d summary affir-
mances.  Cf. Stutson, 516 U.S. at 196 (cautioning 
against “immunizing summary dispositions by courts 
of appeals from our review”).  Indeed, the Court has 
even GVR’d decisions that actually discussed the case 
in light of which the Court later GVR’d—far more 
than what occurred in this case.  See, e.g., United 
States v. Valensia, 532 U.S. 901 (2001); In re Schwe-
ninger, 525 U.S. 802 (1998); In re Coleman, 524 U.S. 
924 (1998). 

Short of full consideration on the merits, there is 
no reason not to follow that approach here.  This is a 
case in which the Federal Circuit, consistent with its 
unfortunate recent qualms about Rule 32.1, summar-
ily affirmed a plainly incorrect decision by the district 
court following briefing and oral argument, without 
remotely addressing the import of a recent, on-point 
precedent of this Court—or even so much as provid-
ing any explanation on a critical issue at the heart of 
the basic division of authority between judges and ju-
ries.  To be clear, that issue merits a full airing before 
this Court.  But at very least, the issue deserves some 
explanation from the Federal Circuit, for the sake of 
the uniformity, certainty, and clarity that led to that 
court’s creation in the first place.     

CONCLUSION 

For the foregoing reasons, the Court should grant 
the writ of certiorari and set the case for plenary re-
view, or at a minimum, grant the writ, vacate the 
summary affirmance below, and remand for further 
proceedings in light of Microsoft v. i4i and the 
fact/law distinction on which that decision was prem-
ised.    
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